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REMARKS 

I. Status of the Claims 

Claims 7, 10, and 20-26 are pending. Claims 7 and 23-26 have been amended to more 
particularly point out and distinctly claim the subject matter Applicants regard as their invention. 
Support for the amended claims can be found in the specification and claims as originally filed. 
No new matter has been added. 

II. Rejection Under 35 U.S.C. § 112 

The Examiner has rejected claims 7, 10, and 20-26 under 35 U.S.C. § 1 12, second 
paragraph, as allegedly indefinite for failing to particularly point out and distinctly claim the 
subject matter regarded as the invention. See Office Action at 2-3. 

The Examiner alleges that claim 7 is indefinite because it is "unclear as to whether the 
second section is altered such that its properties are different from the properties of the first 
section and then 'further alloyed with an easily diffusible element' or if the properties of the 
second section are altered by alloying with the easily diffusible element." Office Action at 2. 

Applicants disagree and submit that previously pending claim 7 clearly defined and 
distinctively claimed Applicants' invention. To expedite prosecution, however, claim 7 has been 
amended to recite "an adjacent second section having a second set of properties which have been 
altered from the first set of properties by alloying the second section with an easily diffusable 
element." Applicants respectfully submit that amended claim 7 is not indefinite and request 
reconsideration and withdrawal of this rejection. 

The Examiner asserts that claim 23 is indefinite because "[i]t is unclear whether the distal 
end having at least one altered property is in addition to the second section having altered 
properties ... or if the distal end ... is the second section." Office Action at 2. 
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Applicants disagree and submit that previously pending claim 23 clearly defined and 
distinctively claimed Applicants 1 invention. To expedite prosecution, however, claim 23 has 
been amended to recite "the second section of the superelastic member having the altered 
properties comprises a distal end of the superelastic member." Thus, the distal end is clearly 
defined as a part of the second section having the altered properties. Accordingly, Applicants 
respectfully request reconsideration and withdrawal of this rejection. 

The Examiner also asserts that the limitation "the section" recited in claims 24 and 26 is 
indefinite because it is unclear whether the limitation is referring to the distal end or the second 
section. Office Action at 3. 

Applicants disagree. However, to expedite prosecution, claims 24 and 26 have been 
amended to instead recite the "distal end." Accordingly, Applicants respectfully request 
reconsideration and withdrawal of this rejection. 
III. Rejection Under 35 U.S.C. § 102 

The Examiner has rejected claims 7, 10, and 22-26 under 35 U.S.C. § 102(e) as allegedly 
anticipated by Japanese Patent No. JP 04-187159 to Yamauchi et al. ("Yamauchi"). See Office 
Action at 3-4. Applicants respectfully disagree and traverse this rejection for at least the 
following reasons. 

To establish the anticipation of a claim, the Examiner must show that each element of the 
claim at issue is found, either expressly or under the principles of inherency, in a single prior art 
reference. Minnesota Mining & Mfg. Co. v. Johnson & Johnson Orthopaedics, Inc., 976 F.2d 
1559, 24 U.S.P.Q.2d 1321 (Fed. Cir. 1992) (emphasis added). Further, "[t]he identical invention 
must be shown in as complete detail as is contained in the . . . claim." Richardson v. Suzuki 
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Motor Co., 868 F.2d 1226, 1236, 9 U.S.P.Q.2d 1913, 1920 (Fed. Cir. 1989) (citations omitted). 
See also M.P.E.P. § 2131. 

The Examiner asserts that Yamauchi teaches an elongated medical device comprising a 
superelastic member formed from a nickel-titanium alloy, and further asserts that the elongated 
medical device of Yamauchi has a first, top end section with a first set of properties and a 
second, base section having a second set of properties that have been altered from the first set of 
properties. Office Action at 3. The Examiner further asserts that the second section may be 
alloyed with carbon and the altered properties of the base section "include reduced 
superelasticity." Office Action at 3. The Examiner also asserts that "[t]he distal end of the 
superelastic member has at least one property that is altered from its original state through 
temperature treatments, and that property is also reduced superelasticity." Office Action at 3. 
Finally, the Examiner asserts that the entire superelastic member of Yamauchi has properties that 
are altered from their original state and has a total length greater than 3 cm. Office Action at 4. 

Applicants disagree. The Examiner's above assertions are technically unfounded and 
mischaracterize the teachings of Yamauchi. As shown above, Yamauchi does not teach each of 
the elements recited in the present claims. 

Claim 7 recites, inter alia, a first section with a first set of properties and an adjacent 
second section having a second set of properties which have been altered from the first set of 
properties by alloying the second section with an easily diffusable element. Yamauchi does not 
teach this limitation. 

Contrary to the Examiner's assertions, Yamauchi teaches that the properties of the base 
section and the apex are altered by heat treating each section at a different temperature. See 
Yamauchi, English abstract. Yamauchi does not teach that the base section has properties altered 
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by alloying the base section with an easily diffusible element. In fact, Yamauchi does not even 
teach that the base section and apex section are made of different materials. 

The Examiner's assertion that Yamauchi teaches altering the properties by reducing the 
superelasticity of both the base section and the apex section of the medical device are wholly 
unsupported by the disclosure of Yamauchi. Yamauchi teaches that the heat treatment steps 
provide "twist transmitting properties" to the base part and flexibility to the apex. See 
Yamauchi, English abstract. Improving the twist transmitting properties suggests an increase in 
the ability of the material to transfer the torque applied to the base section, i.e., increasing the 
stiffness. In fact, one skilled in the art would recognize that the heat treatment steps disclosed by 
Yamauchi actually increase superelasticity. In this regard, Duerig et al. disclose the effects of 
heat treatment on superelastic alloys. See Duerig et al., "An Engineer's Perspective of 
Pseudoelasticity," Engineering Aspects of Shape Memory Alloys, pp. 369-393 (1990) (herein 
referred to as "Duerig"). Duerig teaches that heat treatment retains the ability to stress induce 
martensite and strengthens the austenitic phase. Duerig at 382-383. In addition, lower heat 
treatment temperatures increase superelastic stiffness. Duerig at 385. Therefore, the heat 
treatment of Yamauchi would be understood by the skilled artisan to increase superelasticity in 
the base and apex sections. 

Further, the Examiner acknowledges that the entire elongated device of Yamauchi is 
altered from its original state. See Office Action at 4. Based on this teaching alone, Yamauchi 
does not anticipate the present claims, which recite, inter alia, a first section with a first set of 
properties and an adjacent second section having a second set of properties which have been 
altered from the first set of properties. Assuming for the sake of argument that Yamauchi's apex 
is considered a first section having a first set of properties, the base section never exhibits a 
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second set of properties which have been altered from the first set of properties, because both 
sets of properties are altered. 

Because Yamauchi does not teach each and every element recited in the present claims, 
Yamauchi does not anticipate the present claims. For at least the foregoing reasons, Applicants 
respectfully request reconsideration and withdrawal of the rejection. 
IV. Rejection Under 35 U.S.C. § 103 

The Examiner has also rejected claims 20 and 21 under 35 U.S.C. § 103(a) as allegedly 
unpatentable over Yamauchi. See Office Action at 4-5. 

In order to carry the initial burden of establishing a prima facie case of obviousness, the 
Examiner must show that the prior art reference teaches or suggests all of the claim limitations. 
See M.P.E.P. § 2143. In addition, there must be some suggestion or motivation to modify the 
reference. M.P.E.P. § 2143. 

The Examiner asserts that Yamauchi discloses a superelastic member that is alloyed with 
carbon, an easily diffusible element and acknowledges that Yamauchi does not teach the alloying 
of the second section with hydrogen or oxygen, as recited in the present claims. See Office 
Action at 4. The Examiner, however, asserts that it would have been obvious to one skilled in 
the art to have used hydrogen or oxygen rather than carbon "because such a modification would 
have been considered a mere design consideration which fails to patentably distinguish over 
Yamauchi." Office Action at 4-5. 

Applicants disagree. There is absolutely no teaching or suggestion in the prior art to 
substitute hydrogen or oxygen for carbon in the device of Yamauchi. The prior art does not even 
teach that oxygen and hydrogen diffuse into nickel-titanium alloys. In fact, Yamauchi does not 
even recognize that carbon alters the properties of the nickel-titanium alloy. Rather, Yamauchi 
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teaches a heat treatment that alters the properties of the material. See Yamauchi, English 
abstract. Accordingly, the prior art does not teach or suggest each of the limitations recited in 
the present claims. 

Furthermore, the Examiner has improperly used Applicants' own specification for any 
suggestion that oxygen and hydrogen can alter the properties of nickel-titanium alloy. Based on 
the teachings of Yamauchi, one skilled in the art would not have been motivated to substitute 
hydrogen or oxygen for carbon because Yamauchi neither teaches nor suggests that any element 
other than carbon may be used. 

For at least the foregoing reasons, Applicants respectfully request the reconsideration and 
withdrawal of the rejection. 
V, Conclusion 

In view of the foregoing amendments and remarks, Applicants respectfully request 
reconsideration and reexamination of this application and the timely allowance of pending claims 
7, 10 and 20-26. 

Please grant any extensions of time required to enter this response and charge any 
additional required fees to our Deposit Account No. 06-0916. 



Attachment: Duerig et al, "An Engineer's Perspective of Pseudoelasticity," Engineering 
Aspects of Shape Memory Alloys, pp. 369-393 (1990). 



Respectfully submitted, 



FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P. 



Dated: May 9, 2006 




Michele C. Bosch 
Reg. No. 40,524 
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FADED TEXT OR DRAWING 
BLURRED OR ILLEGIBLE TEXT OR DRAWING 

□ SKEWED/SLANTED IMAGES 

□ COLOR OR BLACK AND WHITE PHOTOGRAPHS 

□ GRAY SCALE DOCUMENTS 

□ LINES OR MARKS ON ORIGINAL DOCUMENT 

□ REFERENCE(S) OR EXHIBIT(S) SUBMITTED ARE POOR QUALITY 

□ OTHER: 

IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 




